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DETAILED ACTION 

Upon further consideration of the claims and prior art of record, it was determined 
that a rejection under 35 USC 1 12 is warranted as set forth below and that the prior art 
is applicable to claims 19-23. The examiner regrets any inconvenience. 

Claim Rejections • 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 19-23 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the combination changing method, does not 
reasonably provide enablement for the lock remaining locked during the combination 
changing method. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention commensurate in scope with these claims. The "wherein" clause of claim 19 
does not have sufficient support in the specification. It appears to suggest that the key 
lock cylinder remains locked, however, if the key is rotated (implicitly to an unlocked 
position) in step 2 of the claim, how can the cylinder remain in the locked position? 

The recitation that "the lock remains locked while the combination is changed" is 
inconsistent with the language in claim 19 which recites that the key is rotated, the 
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combination is changed then in the next step, the key is turned back to the locked 
position. It is not understood how the lock can remain in the locked position while 
changing the combination, if it's claimed as being turned back to the locked position 
after changing the combination. 

4. Claims 19-23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It does not appear that the "wherein" clause of claim 
19 has sufficient structural support in the claim. How can the key be rotated (to the 
unlock position) while the "lock remains locked"? Furthermore, there is no antecedent 
basis for "the locked position" in line 6 of claim 19. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 19,20,23, as best understood, are rejected under 35 U.S.C. 102(e) as 
being anticipated by either Walby 6,708,538 or Berkowitz 3,395,557. Walby teaches a 
combination lock having a dial 18 with a key cylinder 20/16 and dial cam arrangement 
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32A mounted therein and wherein the key and cam 32A (tumbler dial) provide the 
combination changing means. The combination is changed (col. 8, lines 1-14) by rotating 
the key to decouple the dial pin 38 on number dial 18 from the cam (tumbler dial) drive 
holes 40 to allow rotation of the number dial 18 to a new position indicated by a marker 
on the front face of the dial 1 8. The claimed method steps are considered inherent to 
the use of the combination changing means as set forth in Figures 22-26 and col. 7, line 
36 - col.8, lines 1-14, which clearly recites rotating the key counterclockwise to effect 
decoupling of the number dials to change the combination code. Note that col. 6, lines 
64-65 recites that the unlocking function is effected by turning the key in a clockwise 
direction, therefore, the lock is not unlocked to change the combination code. 

Furthermore, Berkowitz also teaches combination lock having a dial 60 with a 
key cylinder plug 100 and engaging means 124/126 provide the combination changing 
means by decoupling 124/126. The combination is changed (Fig. 14; col. 7, lines 43-72) 
by rotating the key counterclockwise to decouple the elements 124/126 to allow rotation 
of the number dial 60 to a new position indicated by a marker on the front face of the 
dial 60. The claimed method steps are considered inherent to the use of the 
combination changing means as set forth in Figure14 and col. 7, lines 43-72) which 
clearly recites rotating the key counterclockwise to effect decoupling of the number dials 
to change the combination code. Note that col. 6, lines 74-75 and col. 7, line 2-3, recite 
that the unlocking function is effected by turning the key in a clockwise direction, 
therefore, the lock is not unlocked to change the combination code. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Walby 
'538 or Berkowitz '557 in view of Hermann 3,383,886. Walby fails to teach an offset key 
cylinder lock. Hermann teaches a combination dial and key cylinder lock wherein the 
key cylinder 6/8 is offset from the combination dial center portion 1 ,2. It would have 
been obvious to modify the shape of the combination dial to provide an offset key 
cylinder hole as taught by Hermann as an obvious matter of design choice. 

9. Claim 22 is, as best understood, rejected under 35 U.S.C. 103(a) as being 
unpatentable over Walby 6,708,538 or Berkowitz 3,395,557. Walby and Berkowitz fail to 
specifically teach the number of available combination code changes, however, it would 
have been well known to one of ordinary skill in the lock art to provide the combination 
lock with enough code disks needed to provide the desired number of code changes, 
such as the claimed ten changes, as an obvious matter of design choice. 
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Response to Arguments 

10. Applicant's arguments with respect to claims 19-23 have been considered but are 
moot in view of the new ground(s) of rejection. As set forth above, upon further review 
of the prior art and an update search, it was determined that several issues under 35 
USC 112 remain, and that furthermore, Applicant's previously persuasive arguments 
were, in fact, erroneous. 

With respect to the rejections under 35 USC 1 12, as discussed above, it is not 
understood how the key is rotated (implicitly to the unlocked position), then rotated 
"back to the locked position", while the "lock remains locked". Perhaps it is the latch 
which remains in the keeper in a latched position? If that is the case, the preamble 
should be amended to include a -A method of changing the combination of a locker 
lock having a latch-. Furthermore, upon additional review of the previously cited Walby 
and Berkowitz disclosures, it was apparent that both these patents teach the method 
steps as claimed, wherein the key is rotated counterclockwise to effect decoupling and 
allow the combination to be changed, then rotated back to the locked position; while the 
unlock position is effected by rotating the key clockwise. Accordingly, this is a new non- 
final action. 



Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suzanne Dino Barrett whose telephone number is 571- 
272-7053. The examiner can normally be reached on M-Th 8:30-7:00. 



Application/Control Number: 10/605,693 



Page 7 



Art Unit: 3676 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached on 571-272-6843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. , 




Sifcafyie Dino Barrett 
Primary Examiner 
Art Unit 3676 
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